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Any reply received by the Office later than three months after the mailing date of this communication, even if timety filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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Disposition of Claims 
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Priority under 35 U.S.C. § 119 
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DETAILED ACTION 

Election/Restrictions 

Claims 45, 47-49, 52, 79 and 86 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected species, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on September 12, 2005. 

The Applicant traversed the restriction on the grounds that the generic claim is 
allowable, however the Examiner feels the generic claim is not allowable as discussed 
in the below rejection. 

Response to Arguments 

Applicant's arguments with respect to claims 35-44, 46, 50-51, 53, 56-60, 64-68, 
71-78, 80 and 83-85 have been considered but are moot in view of the new ground(s) of 
rejection. 

In response to applicant's argument that the prior art fails to disclose the marker 
attached to the endoprosthesis "to improve a radiopacity of the endoprosthesis", a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Please note that the Applicant listed claim 35 as cancelled. Because other claims 
are dependent on claim 35, it is assumed for prosecution that this is a typographical 
error and claim 35 has been examined. 
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Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35-41, 44, 51 , 56-58, 64-65, 71 and 81 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Hillstead (5,019,085) in view of Pinchuk 
(5,019,090). Hillstead discloses a stainless steel band for retaining a stent on a delivery 
device (col. 3, lines 24-30) having a loop at its end for withdrawal (Figure 1) however 
Hillstead fails to disclose the band retaining a less radiopaque stent. Pinchuk teaches a 
polypropylene stent (col. 7, lines 14-17). It would have been obvious to one of ordinary 
skill in the art to combine the teaching of a polypropylene stent, as taught by Pinchuk, to 
a delivery device comprising a stainless steel retaining band as per Hillstead, the 
motivation to combine being "The stent is fabricated in accordance with techniques 
disclosed in co-pending U.S. patent application Ser. No. 240,000 filed Sept. 1, 1988 
entitled "Radially Expandable Endoprosthesis and the like" which is assigned to the 
Corvita Corporation", as found in Hillstead (col. 3, line 65- col. 4, line 1 ). U.S. patent 
application Ser. No. 240,000 is now U.S. Patent 5,019,090. 

Claims 53 and 75 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hillstead (5,019,085) in view of Myler et al. (5,474,563). Hillstead discloses a 
stainless steel band for retaining a stent on a delivery device as above, however 
Hillstead fails to disclose the band having an average thickness of from about 20 to 
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about 500 microns. Myler et al. teaches the use of about 500 microns thick stainless 
steel wire, which is radiopaque (col. 9, lines 6-11). It would have been obvious to one of 
ordinary skill in the art to combine the teaching of the use of about 20 microns thick 
stainless steel wire, as taught by Myler et al., to the system as per Hillstead, in order to 
make it radiopaque. Please Note: 0.0015 inch = 38.1 micron. 

Claims 72-73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hillstead (5,019,085) in view of Pinchuk (5,019,090), in further view of Myler et al. 
(5,474,563). Hillstead discloses a stainless steel band for retaining a stent on a delivery 
device as above, however Hillstead fails to disclose the band having an average 
thickness of from about 20 to about 500 microns. Myler et al. teaches the use of about 
500 microns thick stainless steel wire, which is radiopaque (col. 9, lines 6-11). It would 
have been obvious to one of ordinary skill in the art to combine the teaching of the use 
of about 20 microns thick stainless steel wire, as taught by Myler et al., to the system as 
per Hillstead, in order to make it radiopaque. 

Allowable Subject Matter 

Claims 42-43, 46, 50, 59-60, 66-68, 74, 76-78 and 80 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

Claims 83-85 are allowed. 
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. Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas C. Barrett whose telephone number is (571 ) 
272-4746. The examiner can normally be reached Tuesday-Friday between 9:00 A.M. 
and 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571 ) 272-4754. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9306 for regular communications. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Thomas Barrett 
Examiner 
Art Unit: 3738 



